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DETAILED ACTION 

Claims 1-16 are pending. 

Claim Rejections - 35 USC§101 

Claims 1-9 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to promote the 
"progress of science and the useful arts" (i.e., the physical sciences as opposed to social sciences, 
for example) and therefore are found to be non-statutory subject matter. For a process claim to 
pass muster, the recited process must somehow apply, involve, use, or advance the technological 
arts. 

In the present case, claim 1 only recites an abstract idea. The recited steps of merely 
obtaining, over a communication link, a request for a certified check; verifying that issuance of 
the check is authorized under law; and issuing a validation nimiber for the check, does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be performed in 
the mind of the user or by use of a pencil and paper. These steps only constitute an idea of how 
to facilitate a transaction. 

Additionally, for a claimed invention to be statutory, the claimed invention must produce 
a useful, concrete, and tangible result. In the present case, the claimed invention allows 
obtaining a request for a certified check (i.e., repeatable) a issuing a vaUdation number for said 
check (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, since the 
claimed invention, as a whole, is not within the technological arts as explained above, claim 1 is 
deemed to be directed to non-statutory subject matter. 

All that is necessary to make a sequence of operational steps in a statutory process within 
35 U.S.C. 101 is that it be in the technological arts so as to be in concordance with the 
Constitutional purpose to promote the progress of "useful arts" In re Musgrave, 431 F.2d 882 
167 USPQ 280 (CCPA 1970) 

A claim is limited to a practical application when the method, as claimed, produces a 
concrete, tangible and useful result: i.e. the method recites a step or act of producing something 
that is concrete, tangible and useful. See AT&T v. Excel Communications Inc., 172 F3d at 1358, 
50 USPQ2dat 1452. 

Claims 2-9 are dependant on claim 1 and are rejected for at least the same reasons. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1- 13 are rejected under 35 U.S.C. 102(e) as being unpatentable over Chang et al. 
(US Patent 5,884,288) in view of Bozeman (US Patent 6,754,640). 

As per claim 1, 

Chang et al. ('288) discloses a method of operating a financial institution, comprising: 
obtaining, over a communication link, a request for a certified check;(Figure 8B) 
issuing a vahdation number for the check.(Colunm 8, lines 4-12) 
Chang et al. ('288) does not expHcitly disclose verifying that issuance of the check is 
authorized under law. Bozeman ('640) discloses verifying that issuance of the check is 
authorized under law. (Figure 5B) It would be obvious to one having ordinary skill in the art at 
the time the invention was made to combine the Chang et al. ('288). method with the Bozeman 
('640) method in order to prevent illegal transactions from ocuring. 

As per claim 2, 

Chang et al. ('288) discloses a method according to claim 1, 
wherein the request identifies a specific bank account.(Figure 5B) 

As per claim 3, 

Chang et al. ('288) discloses a method according to claim 1, 

wherein the communication link comprises the Intemet.(Column 5, lines 22-34) 

As per claim 4, 

Chang et al. ('288) discloses a method according to claim 1, 

wherein the process of verifying comprises verifying that the request was made by a party 
authorized to write checks on the specific account. ;(Column 6, lines 62-67- column 7, lines 1-8) 

As per claim 5, 

Chang et al. ('288) discloses a method according to claim 4, 

wherein the process of verifying further comprises verifying that the specific account 
contains funds sufficient to cover the check.(Figure 7) 

As per claim 6, 

Chang et al. ('288) discloses a method according to claim 1, 

wherein the validation number did not exist on the check prior to the request.(Column 8, 
lines 4-12) 
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As per claim 7, 

Chang et al. ('288) discloses a method according to claim 1, 

wherein the certified check contains the following information: date; account nimiber of 
the specific account; and symbols identifying a drawee bank which maintains custody of the 
specific account (Column 7, lines 47-56) 

Official Notice is taken that "including a Uniform Resource Locator, URL" is common and 
well known in prior art in reference to network transactions. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to utilize a URL in order to 
provide the payee with a reference to the payors bank. 

As per claim 8, 

Chang et al. ('288) discloses a method according to claim 1, and further comprising: 
deriving a validation number for the certified check. (Column 8, lines 4-12) 

As per claim 9, 

Chang et al. (*288) discloses a method according to claim 8, and further comprising: 
applying symbols to the certifed check which indicate the validation 
number.(Colxmin 8, lines 4-12) 

As per claim 10, 

Chang et al. ('288) discloses a method comprising: 

receiving from a party over the Internet a request for a certified 
check and a monetary amount of the check;(Figure 8B) 

issuing a validation number for the check.(Column 8, lines 4-12) 

ascertaining whether an account of the party contains funds sufficient to cover the 
certified check and, if so, listing over the Internet a validation number to the party.(Figure 7) 

Chang et al. ('288) does not expHcitly disclose authenticating identity of the party. 
Bozeman ('640) discloses authenticating identity of the party. (Figiu-e 5B) It would be obvious 
to one having ordinary skill in the art at the time the invention was made to combine the Chang 
et al ('288). method with the Bozeman (*640) method in order to prevent illegal transactions 
fi-om occurring. 

As per claim 11, 

Chang et al. ('288) discloses the method according to claim 10, 

Official Notice is taken that "receiving one or more inquiries which present numbers, and 
if a number conforms to the validation number, issuing a confirmation" is common and well 
known in prior art in reference to network transactions. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to confirm a transaction in 
order to allow the payee to know that a transaction is pending. 

As per claim 12, 

Chang et al. ('288) discloses the method according to claim 1 1, 

in which the inquiries are received in an Intemet communication. (Figure 2) 



Application/Control Number: 10/022,957 



Page 5 



Art Unit: 3621 

As per claim 13, 
As per claim 13, 

Chang et al. (*288) discloses the method according to claim 11, 

in which the confirmation is issued in an Internet commimication.(Figure 2) 

Claims 14-16 are rejected under 35 U.S.C. 102(e) as being unpatentable over Chang et al. 
(US Patent 5,884,288) 

As per claim 14, 

Chang et al. ('288) discloses a system, comprising: 

means for receiving, from a requestor, a request over the Internet for issuance of a 
certified check;(Figure 8B) 

means for estabUshing a reference character sequence for the check;(Column 8, lines 4- 

12) 

means receiving a proposed character sequence over the Internet and, 
if the proposed character sequence matches the reference character sequence, issuing a 
confirmation signal.(Figure 7) 

means for transmitting the reference character sequence to the 
requestor over the Intemet; (Figure 7) 

As per claim 15, 

Chang et al. ('288) discloses a system according to claim 14, 
wherein a web site receives the proposed character sequence.(Figure 2) 

As per claim 16, 

Chang et al. ('288) discloses a system according to claim 15, 
wherein the web site issued the confirmation signaL(Figure 2) 

Conclusion 

Examiners note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfiiUy requested fi"om the applicant in preparing responses, to fiiUy consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to John M Winter whose telephone number is (703) 305-3971 . The 
examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P Trammell can be reached on (703)305-9768, The fax phone numbers for the 
organization where this application or proceeding is assigned are (763) 872-9306 for regular 
conmnmications and (763) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 113. 



JMW 

August 22, 2004 



